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^SHORTENED STATUTORY PER,OD FOR REPLY « SET TO EXPIRE , .ONTH.S, FRO. 

THE MAILING DATE OF THIS COMMUNICATION. ^ ^ ^ ^ ^ ^ a rep|y ta timely filed 

■ S V a^-dl^^37CFR 1.704(6). 

Status 

1)0 Responsive to communication(s) filed on • 

,-, ■ ciMAi 2b)D This action is non-final. 

2a)D This action is FINAL. >u prosecution as to the merits is 

Disposition of Claims 

4) 0 Claim(s) 1^20 is/are pending in the application. 

4a) Of the above claim® is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 C.aim(s) m are subject to restriction and/or election requirement. 
Application Papers 

c»n The specification is objected to by the Examiner. 

9) U The spear ^ to by ^ 
10)D The drawing(s) filed on is/are. a, U a P 

Appllcant .ay not reo,est .at any option to the ^^^^ by the Examine , 

1 !)□ The proposed drawing correction filed on b. a)D approved b )U 

,f approved, corrected drawings are required in reply to this Office action. 

| 12)D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

« 3)D Acknowledgment is made of a daim for foreign prionty under 35 U.S.C. S 1 19(a) (d) <t>. 

a)DAII b)D Some*c)D None of. 

1 □ Certified copies of the priority documents have been received. 
2D Certified copies of the priority documents have been received in Application No 

□ copies of the certified copies of the parity documents have £en received ,n th.s National Stage 
3 D ^application from the ^^^^ a ^^^t received. 

Attachment(s) ^ ^ Summgry (pT0 . 41 3) P L e r Nofs) ■ 

1 ) □ Notice of References Cited (PTO-892) g No(jce Qf |nf mal p^nt Application ( WtO-152) 

2 □ Not.ce of Draftsperson'3 Patent Drawing Rev,ew ("0-948 ^l^M < AJvr^ 
3) □ informal Disclosure Statement^ (PTO-1449) Paper No(s)___^^U^n^_^3^ £3^<_ 
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DETAILED ACTION 
Election/Restrictions 
Res.ric,io„ to one of the following inventions is required under 35 U.S.C. 121 : 

, claims 1-4 5-6 and 9-10. drawn .0 method of decreasing tumongenic.ty or 
' malignancy^ brain cancer cells by inb»^ of g.ycosyltransferase. 
for example by administering an antisense nucleotides, classified ,n class 514. 
subclass 44. 



II. 



claims ,.4 7-8 and 11-12 drawn to a method of decreasing mmorigen.Cy or 
mahgnancy of bratn cancer cells by a h M n iJ h»c J! ydy_of glycosy.transferase 
for example by stable transfection of exogenous DNA, classified in class 514, 



subclass 44. 



III. 



Clatnts 13-16, drawn to nucleic acid and host cells, classified in Cass 536. 
subclass 23.1 and class 435, subclass 325. 



1V . Claims 17-20, drawn to diagnostic methods and kits, classified in class 435, 

subclass 6. 



C,a, m s2,5,6-,4, ,6, ,8 and 20 are generic to a p,ura,i,y of disclosed 
^comprising: 2.S-ST g ,ycosr, mm ^s, 2,-ST ^osy^se, H»B 

i™*™*™. c - tv App " can, t 

requtred under 35 U.S.C. ,21 to elect a single dtsc.osed species, even though th.s requ.remen, 

traversed. 
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Should apphcan, »« on ™e ^ ^ m "°< ^"'^ 

applicant shou.d subnn, evtdence or tdenttfy such ev.dence P„, of record showing the spec.es -„ 
bTobvtous variants or clearly admt, on the record to thts » *c case. In etther .ns.an e, ,f ,h 
Lner „„ds one of the invc„„o„s unpatentable over the pnor an, ,he evtdence or adm.ss.on 
may be used in a rejecuon under 35 U.S.C. 103(a) of .he other invention. 

The inventions are disunct. each from .he other because of .he Mowing reasons: 

Im ,nt,ns of Group ,, and Group ,. are dis,inc. Invent.ons are unrelated if it can be 
shown to .hey are no, disdosed as capabie of use together and .hey have d.fferen. mo es of 
CI o, «L .neons, or different effec, ( MPEP , S0,04. MP*, -01). n . e 
Ln, case method of decreasing tumorigemcity or malignancy of bratn cancer cells by 
.he activny of aglycosyl.ransferase , di,,„c. from .he method, wh,« 
3^ .he ac..vi,y of a glycosyltransferase. Furthermore, ant.sense .herapy of ,s dtsttnc 
^ge„e .herapy s.nce these me.hods have d.fferen, modes of opera,,on, funCons and 
effects. Thus the inventions are distinct and are of separate uses. 

Inventions of Groups III and .1, IV are related as produc, and process of use The 
,„ v e„,,„ns can be shown .o be d.s.inc. if either or both of the following can be show, . the 
process for using the produc, as claimed can be pract.ced with another matenally d.ffer , 
produc. or ,2, the produc. as Caimed can be used in a materially different process of us.ng fta 
produc. (MPEP § 806.05(h,). In the .nstan, case the nucleic actds can also be used 
lombman, pro.ems rather than therapeutic methods or a dtagnos.ic kit. Thus the .nventtons are 
distinct and are of separate uses. 

Cairns .-4 link(s) .nven.ions 1 and ... The res.ric.ion requirement between the linked 
inventions ,s subject to the non-allowance of the linktng claim(s), c,a.ms 1-4. Upon the 
allowance of the hnk.ng c,a,m(s). the restnetion requ.remen, as to the l.nked invent.ons 
withdrawn and any claim(s) depending from or o.herwise including all the limitattons of he 
allowable linking c.ai m <s, wil, be en.Uled to examination in the tnstan. appl.ca.ion. A P phcan,(s) 
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are advised tha, if any such .tain,.) depending from or including a„ ,he limitations of the 

ano , able „„ k mg c,a,m(s> ,s are preset ,n a « -,s,onal application. 

of ,he continuation or divisional application n,a y be sub.ec, ,o provisional sut«.«y -*« - 

sl a,„,or, double patenting rejections over the claims of the instant application. * here a 

restriction requirement ,s withdraw, ,he provisions of 3 5 U.S.C. .2, are no on g er apphc^ 

,„ „ Z,e gl e,; 44 F.2d .211. 12.5. .70 USPQ .29. 13,-32 ( CCPA 1971). See also MPEP * 

804.01. 

Because these inventions are distinct for the reasons given above and have acquired » 
separate status in the an as shown by their different Caseation, restriction for examination 
purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the search required 
for group , is no, required for group 11, search required for group ,.1 is no, required for groups 

group ,11 is no, required for group ,V, restriction for examination purposes as indicated ,s proper. 

Because these inventions are distinc, for the reasons given above and have acquired a 
separa,e status in the ar, because of the.r recognized divergent sub.ee. matter, restriction for 

examination purposes as indicated is proper. 

Applicant is advised tha, the reply to this requirement ,„ be complete must include an 
election of the invention to be examined even though the requ.remen, be traversed (37 CFR 
1.143). 

Applicant is reminded that upon the cancellation of Cairns to a non-elected invention. ,he 
,nven,orsh, P must be amended in comphance w,,h 37 CFR 1.48(b) if one or more of 
currently named inven.ors i, no longer an inventor of a, leas, one cla.m remaining ,n the 
application. Any amendment of inventorship must be accompanied by a request under 37 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Anv inquirv encoring ihis communication or earlter communtcations from the 
examiner should be directed to Sumesh Kausha, Ph.D. whose telephone number ,s ,703, 305- 
6838 The examiner can normaily be reached on Monday-Friday from 9:00 AM to 5:30 PM. If 
attempts to reach the examiner by telephone are unsuccessful, the exanrmer's superior 
.remYucel can be reached on (703, 305-1998. The fax-phone number for the orgamzatton 
where this application or proceeding is assigned as (703) 308-4242. Any inquiry of a general 
nature or re.at.ng to the status of ,h,s appltca.ion or proceeding should be directed ,0 the paten, 
analyst Zela Adams, whose telephone number is (703) 305-3291 . 
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